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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

2. Claims 1-7 and 14 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Demizu et al. US 5,547,794. 

Regarding claims 1 and 7, Demizu '794 discloses a 
granulated composition comprising hydrophobic aerogel (see 
column 9, lines 28-31) and active carbon (see column 4, lines 
37-41) . 

Demizu fails to disclose functionalizing with an arsenic- 
removing constituent. 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to f unctionalize the 
composition of Demizu with a metal -removing constituent because 
Demizu discloses incorporation of phosphoric acid (see column 7, 
lines 7-9), Applicant's preferred arsenic -removing constituent, 
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into the composition to preferably act as dispersion stabilizer 
auxiliary agent (see column 7, lines 3-4) . 

Regarding claims 2-3 and 5, Demizu '794 discloses 
granulated composition comprising hydrophobic aerogel (see 
column 9, lines 28-31) and active carbon (see column 4, lines 
37-41) . 

Regarding claim 4, Demizu '794 discloses iron and manganese 
(see column 4, lines 40-57) . 

Regarding claim 6, Demizu '794 discloses incorporation of 
phosphoric acid (see column 7, lines 7-9) 

Regarding claim 14, Demizu discloses 0.8 parts per 100 (see 
column 9, lines 28-31) . 

3. Claims 1-3, 8, and 10 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Tavlarides et al . US 5,817,239. 

Regarding claim 1, Tavlarides '239 discloses a sorbent 
material for removing heavy metal ions (see abstract and Fig, 2) 
comprising hydrophobic functionalized silica gel (see column 5, 
lines 32-37 and 54-58) 

Tavlarides fails to disclose the gel functionalized with an 
arsenic -removing constituent. 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to functionalize the gel 
of Tavlarides with a arsenic -removing constituent because 
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Tavlarides discloses the composition for removal of heavy metals 
(see column 8, lines 53-58), which would motivate one of 
ordinary skill to f unctionalize the disclosed gel with an 
arsenic metal removing constituent, as disclosed. 

Regarding claim 8, Tavlarides '239 discloses a sorbent 
material for removing heavy metal ions (see abstract and Fig. 2) 
comprising hydrophobic functionalized silica gel (see column 5, 
lines 32-37 and 54-58) . 

Tavlarides fails to disclose analyzing after contacting for 
the presence of arsenic. 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to analyze the sorbent of 
Tavlarides after contacting for the presence of arsenic because 
Tavlarides discloses the composition for removal of heavy metals 
(see column 8, lines 53-58) , which would motivate one of 
ordinary skill to perform such contact and check for the 
efficiency thereof for the removal of arsenic, as disclosed. 

Regarding claim 2, Tavlarides '239 discloses beads (see 
column 5, lines 36-37), which would at least motivate granules 
in an ordinary artisan. 

Regarding claims 3 and 10, Tavlarides '239 discloses silica 
gel, which would motivate an ordinary artisan to use either 
aerogel or xerogel . 
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4. Claims 4-7 and 11-14 are are rejected under 35 U.S.C, 
103(a) as being unpatentable over Tavlarides '239, as applied 
above, and further in view of Moskovitz et al . US 5,948,726. 

Regarding claims 1 and 7, Tavlarides '239 discloses a 
sorbent material for removing heavy metal ions (see abstract and 
Fig. 2) comprising hydrophobic f unctionalized silica gel (see 
column 5, lines 32-37 and 54-58) . 

Tavlarides fails to disclose activated carbon. 

Moskovitz '726 discloses activated carbon (see column 6, 
line 37) . 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to use the active carbon 
of Moskovitz in the sorbent of Tavlarides because Moskovitz 
discloses the active carbon for use in making an adsorbent 
(title) preferably to cross-link the binder with itself and to 
facilitate further processing, extruding, or filter pressing 
(see column 6, lines 38-44) . 

Regarding claims 4-6 and 11-14 Moskovitz '726 discloses 
manganese, iron (see column 8, lines 10, 25, and 32-33) , 
activated carbon (see column 6, line 37) , and addition of 
phosphoric acid (see column 9, lines 4-22) . 

Response to Arguments 



Application/Control Number: 10/728.568 Page 6 

Art Unit: 1754 

5. Applicant's arguments with respect to the claims have been 
considered but are moot in view of the new ground (s) of 
rejection. 

It is argued that regarding base claims 1 and 7... as 
mandated under §MPEP 2142 and In re Royka. This is not 
persuasive because it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to 
functionalize the composition of Demizu with a metal -removing 
constituent because Demizu discloses incorporation of phosphoric 
acid (see column 1, lines 7-9), Applicant's preferred arsenic- 
removing constituent, into the composition to preferably act as 
dispersion stabilizer auxiliary agent (see column 1 , lines 3-4) . 

It is argued that the Examienr states with respect to 
claims 1 and 7 that Demizu... to support his argument. This is not 
persuasive because Applicant appears to admit that active carbon 
is disclosed, arguing only that Demizu' s intended ''purpose" of 
"adding color" is different. However, a recitation of the 
intended use of the claimed invention must result in a 
structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 
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It is argued that regarding base claims 1 and 8... and In re 
Royka. This is not persuasive because Tavlarides discloses a 
sorbent material for removing heavy metal ions (see abstract and 
Fig. 2) and a hydrophobic f unctionalized silica gel (see column 

5, lines 32-37 and 54-58), and it would have been obvious to one 
of ordinary skill in the art at the time the invention was made 
to functional ize the gel of Tavlarides with a arsenic -removing 
constituent because Tavlarides discloses the composition for 
removal of heavy metals (see column 8, lines 53-58) , which would 
motivate one of ordinary skill to f unctionalize the disclosed 
gel with an arsenic removing constituent, as disclosed. 

It is argued that Applicants have amended independent 
claims 1 and 7 as shown and as discussed above. This is not 
persuasive because Tavlarides discloses a sorbent material for 
removing heavy metal ions (see abstract and Fig. 2) comprising 
hydrophobic f unctionalized silica gel (see column 5, lines 32-37 
and 54-58), which would obviously, to one of ordinary skill, at 
least suggest an arsenic removing constituent. 

Conclusion 

6. THIS ACTION IS MADE PINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
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action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 
7. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Edward M. 
Johnson whose telephone number is 571-272-1352. The examiner can 
normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Stanley S. Silverman 
can be reached on 571-272-1358. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status 
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information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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Primary Examiner 
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